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Office Action Summary 



Application No. 

09/613,355 



Examiner 

Sharon L, Turner 



Applicant(s) 

LIPPS ET AL 



Art Unit 

1647 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION .^^ever, ..ay a ,ep,y be ,ime,y nied 

. Extensions of time may be available under the provisions of 37 CFR 1 .136(a). in no evem, no 

affer SIX (6) MONTHS from the mailing dale of this communication, statutory minimum of thirty (30) days will be considered timely. 

. If the period for reply specified above is less than thirty *3^,,f„7;;,^^,'^^P'X;*'", td w^^^^^^^^^^^ MONTHS from'the mailing date of this comr.unication. 
. If NO period for reply is specified above the ,o become ABANDONED (35 U.S.C. § 133). 

: i^::;;^':^v:ry:rc^:icer.rn^^^^^^^^ 

earned patent term adjustment. See 37 CFR 1 .704(b) 

Status 

Responsive to communication(s) filed on 31 March 2003 . 
2a)H This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fon^al nnatters P^osecu^on as to the ments is 
^ closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) H Claim(s) 1 and 11-19 is/are pending in the application. 

4a) Of the above claim(s) 11 and 15-19 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 0 Claim(s) 1 and 12-14 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) [Z] Claim(s) land 11-19 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 dD The proposed drawing correction filed on is: «)□ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received, 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Intemafional Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translafion of the foreign language provisional applicafion has been received, 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 1 ^^ . 

Attachment(s) 

„ ^ ,nTn RQ9^ 4) □ Interview Summary (PTO-413) Paper No(s). 

1) 0 Notice of References Cited PTO-892) Not,ce of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-94ti) lj 

3) □ Information Disclosure Statement(s) (PT0.1449) Paper No(s) 6) U Other. 
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Part of Paper No. 20 
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Response to Amendment 



1 The amendment filed 4-3-03 has been entered into the record and has been fully 
considered. 

2. Claims 6-7 are canceled. Claims 1 and 1 1 -1 9 are pending. 

3. The text of Title 35 of the U.S. Code not reiterated herein can be found in the 
previous office action. 

4. As a result of Applicant's amendment, all rejections not reiterated herein have 
been withdrawn by the Examiner. 



5. Applicants election of Group I, claims 1,6-7 and 12-14 to the extent of SEQ ID 
N0:3 in Paper No. 16 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 



being directed to a non-elected invention. In particular Applicant's point out that claims 
12-13 are broader in scope than the subject matter of claim 1 that is elected. 

Applicant's arguments have been fully considered but are not persuasive as the 
peptides are patentably distinct and the subject matter of claims 12-13 is not drawn to 
elected SEQ ID N0:3. Nevertheless as the first five amino acids are shared in common 
and claims 12-13 are directed to such motifs, i.e., the inventions of claims 12-13 share 
common structure with SEQ ID N0:3, within the first five amino acids, Accordingly the 
claims will be searched and examined. However, the Examiner notes that the election 



Election/Restriction 



In the response of 4-3-03, Applicant's traverse withdrawTof claims 12-13 as 
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of the smallest segment (the first 5 residues) is that which links the inventions and not 
the sequence of SEQ ID N0:3. 

6. Claims 1 1 and 1 5-1 9 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in Paper No. 16. 

This application contains claims 11 and 15-19 drawn to an invention nonelected 
without traverse in Paper No. 1 9. A complete reply to the final rejection must include 
cancelation of nonelected claims or other appropriate action (37 CFR 1 .144) See MPEP 
§821.01. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more ciainns particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 1 and 12-13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In particular, claim 1 recites a composition of 
matter. However, the only element of claim 1 is the peptide consisting of SEQ ID N0:3. 
If only the peptide is intended then "An isolated peptide... ." Is suggested. If a 
composition is intended then the composition should recite at least one other element 
such as a carrier. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, nnore than one year prior to the'date of application for patent in the United 
States^ 

10. Claim 14 is rejected under 35 U.S.C. 102(b) as being anticipated by Oldenburg 
et al., US 5,814,603, Sept. 29, 1998. 

Oldenburg et al., teach a PTH analog comprising the sequence of SEQ ID N0:51 
that contains 5 residues from the N-terminal of SEQ ID N0:2 "NLGEH" as recited. It is 
noted that containing is deemed comprising language. The reference is silent as to the 
peptides activity with respect to producing an antibody which has a binding affinity to 
nerve growth factors from human body fluids and human origin eukaryotic cells that is 
higher than a binding affinity exhibited by an antibody produced in immunological 
response to a nerve growth factor derived from venom as claimed. However, the 
peptide meets all structural limitations as recited and thus the peptide is deemed to be 
the same and to provide all requisite functional activities absent convincing factual 
evidence to the contrary. 

Status of Claims 

11. No claims are allowed. 

1 2. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry of a general nature or relating to the status of this general application 
should be directed to the Group receptionist whose telephone number is (703) 308- 
0196. 

Papers relating to this application may be submitted to Technology Center 1600, 
Group 1640 by facsimile transmission. The faxing of such papers must conform with 
the notice published in the Official Gazette, 1096 OG 30 (November 15, 1989). Should 
applicant wish to FAX a response, the current FAX number for Group 1600 is (703) 
308-4242. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharon L. Turner, Ph.D. whose telephone number is 
(703) 308-0056. The examiner can normally be reached on Monday-Thursday from 
8:00 AM to 6:30 PM. If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Gary Kunz, can be reached at (703) 308-4623. 



Sharon L. Turner, Ph.D. 
June 26, 2003 



SUPEf»RY PATENT EXAMINE?^ 
TECHNOLOGY CENTER 1600 




